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Request for Suspension of Appeal 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

■ App=lta.hcrcb,te,u««*a.d«Bo»iofPalen.Appeals3ndto,«ferc„cc3 
rBo^^n suspend action to abov«aption.d appeal. The issues presented .n 4. 
' , involve ^ utility of partial nucleic acid molecules, such aa Expressed Sequence 
Tass (ESTS), under 35 US.C. 55 101 end 112 and the sufficiency of the wnttcn 
des^pUon Of these scucnces. An appeal involving the utility of partial nucl«c^.^ 
, molecules is cur^dy pending before the United States Coun of Appeals ^ d,c Fede^ 

Circuit O'Federal Cin:uin. The sufficiency of the bitten description has been deeded 

by (he Board under similar dtcumaanccs as the present appeal. 

■i 0njuly3 2002 Appellant filed aNoticecfAppealm the above-capdoncd matter. 

Thercrftor. Appeilan. filed an Appeal Bdef with the Paten. Office on October 3. 2002 

: and waived oral bearing on July 22, 2004. 

OnMay27 2004. the Real Party in btcrcst in the abevc^ptioned matter filed an 

appeal to .he Federal Circuit in /„ r. F<s^ (U.S. Appln No. 09/619.643. B.P.A.I. Appeal 




, hereby certify d.«i U^c forceoinc Muesl for Suspension f Appeal « being 

^ __ -.~ix^ numl)cr (703) S72-9306, 



Trademark 0fnw;^:cniral fucsimjlc 
Tlwmas E. Holslcn (Reg. No. *6,098) 



All fir 20, 2004 
Dale 
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- V, • .nftheutiUtyofpaxtial nucleic acid molecules, such 
No. 2d02.2046) presenting the issue of the utihty P 

as ESTs under 35 U.S.C. §§ 101 and 1 H- 

ThcOfficeha.statedthatpostponingconsiderano^ofanappeal^mUlth 

. rrofaFederal Circuit decision, whichxnay be detennina^ve of an iss^^ 
Haa the benefit of a Federal Circ ^^^^.^^ 
the appeal, is sound practice. See e.g.. M.P,E.P. §1213, 

page 1200-31. .^^^^^ hereby ^eq^estsffiat the Board suspcnd^^^^ 

For these reasons, AppeUantneieoy ^^cH ^ . . ,,, 

of*. p..«.. appeal unffl Fede^ 0^ provide, guida^ » *e ..ue of *e uUhty 

adLo„a.infor™«on,.e..vi.cd,oc„..ae..h...de,sign.da..h.n»n.berp.o.^^ 

below. 

Respecifiilly submitted. 




Date; i\iipust20,2004. Thoias E- Holaten (Reg. No. 46,098) 

David R. Marsh (Reg. No. 41.408) 
ARNOLD & PORTER LLP 

rf>rrespo"^<*"f-ft Address: 
Monsanto Company 
800 N. Lindbergh Boulevard 
, MailzoneE2NA 

St. Louis, Missouri 63 1 67 
Tel: (314)694-1000 
Fax: (314) 694-9009 

^TheBoard has upheld Examiners- .«U^rcJc2on3 in si.^ 
2003-0996, 2003-1504, 2003-1746 and 2002-2046. 



Of Counsel 

Lawrence M. Lavin, Jr. (Reg. No. 30,768) 
Thomas E- Kelley (Reg- No. 29,938) 
Monsanto Company 



